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1. The title of the invention is not descriptive. A new title 
is required that is clearly indicative of the invention to which 
the claims are directed. 



2. The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness- type double patenting 
rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not 
patentably distinct from the reference claim (s) because the 
examined application claim is either anticipated by, or would 
have been obvious over, the reference claim(s). See, e.g., In re - 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel , 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) or 1.321(d) may be used to overcome an actual or 
provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is 
shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 

3. Claims 1, 5, 6 and 10 are rejected on the ground of 
nonstatutory obviousness -type double patenting as being 
unpatentable over claim 15 of U.S. Patent No. 6,292,217. 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because: 
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With regard to claim 1, claim 15 of Patet'217 discloses the 
claimed image device (image device inherently includes a n image 
sensor and recording device) , selection device (selection 
device) , output circuit (output circuit) and external monitor 
(output circuit inherently generates output signals in 
accordance with NTSC or PAL system; where the output in 
inherently displayed by a TV monitor the particular system) , 
except that the recording medium records said digital data to 
said recording medium at a compression format, said recording 
medium can store a plurality of said compressed digital data, 
and said output circuit converts said compressed digital data to 
said image signals and outputs said image signals to an external 
monitor connected to the digital still camera in order to 
reproduce an image corresponding to said image signals. 

Official Notice is taken for a recording medium that can 
store a plurality of compressed formats of image signals so as 
to accommodate for a plurality of user selections. 

Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify 
the recording medium of claim 1 in order to store a plurality of 
compressed image data in different formats because the 
modification of the recording medium of claim 1 would allow a 
user to record a plurality of a compressed digital signals in 
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one recording medium instead of a plurality of recording medium 
thereby to provide a compact digital camera and convenience of 
the user. 

Claims 5, 6 and 10 recite what was previously discussed 
with respect to claim 1. 

3 . Applicant is reminded of the proper language and format for 
an abstract of the disclosure. 

The abstract should be in narrative form and generally 
limited to a single paragraph on a separate sheet within the 
range of 50 to 250 words. It is important that the abstract not 
exceed 250 words in length since the space provided for the 
abstract on the computer tape used by the printer is limited. 
The form and legal phraseology often used in patent claims, such 
as "means" and "said," should be avoided. The abstract should 
describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent 
text for details. 

The language should be clear and concise and should not 
repeat information given in the title. It should avoid using 
phrases which can be implied, such as, "The disclosure 
concerns," "The disclosure defined by this invention," "The 
disclosure describes," etc. 

The abstract of the disclosure is objected to because the 
present abstract does not directly describe the claimed 
invention. Correction is required. See MPEP § 608.01(b). 
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4. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

6. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tanaka cited by Applicants in view of Toyota 
et al cited by Applicants, further in view of Matoba et al 
cited by Applicants. 
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With regard to claim 10, Tanaka discloses in Fig. 1, the 
image device (CCD 20, col. 3, line 19), recording device (CPU 50 
and compress and extension circuit 34, col. 3, line 14 and col. 
4, lines 8-20 and memory card 10), selection device (mode 
selection switch 51, col. 4, lines 65-67 and col. 5, lines 1-12; 
noted that the selection of camera mode is not required to turn 
off the camera system), display (display 7, col. 3, line 40), 
and output circuit (CPU 50 and mode selection switch, col. 4, 
lines 39-50; noted that compression circuit 34 inherently 
includes a plurality of compression modes so as to compress the 
image data in accordance with a user selection) , except for the 
display located on the camera body and plurality of processing 
systems including a NTSC and PAL systems. 

Tanaka does not explicitly disclose the display located on 
the camera for indicating the selected signal and NTSC and PAL 
system. However, Toyoda et al teaches using display element 10 
which is located on the camera CI so as to display a plurality 
of camera modes (col. 21, lines 6 0+) and thereby to easily 
recognize a currently selected mode. 

Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify 
monitor 7 of Tanaka so as to be located on the camera body as 
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the same fashion as discussed by Toyoda et al and thereby to 
easily to select camera modes. 

With regard to the NTSC and Pal system, furthermore, 
Matoba et al teaches using NTSC/PAL switch 21 (input terminal 
21 is uses to switch camera modes such as NTSC mode and PAL 
mode, FIG.l and col. 3, lines 45-56); wherein the selections of 
NTSC or PAL TV system allow the camera to be comparable with 
different TV systems (col. 2, lines 6-10). 

Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify 
the camera system of Tanaka in view of Toyoda et al in the same 
fashion as disclosed by Matoba et al, so as to obtain an input 
terminal which can select NTSC TV system or PAL TV system. This 
is because the modification of the system of Tanaka in view of 
Toyoda et al would allow a user to use the camera in different 
TV system and thereby to improve the versatility of the camera. 

With regard to claim 1, Tanaka discloses in Fig. 1, the 
external monitor (monitor 7 is connected to the camera body via 
adapter 6) . 

With regard to claim 2, Tanaka discloses in Fig. 2, mode 
select switch 21 can select any of NTSC and PAL system while 
the display element 10 displays a current mode. 
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With regard to claim 3, Tanaka discloses in Fig. 1, the 
memory card (memory card 10) . 

With regard to claim 4, Tanaka discloses in Fig. 1, mode 
select 51 which inherently selects either photographing mode or 
reproducing mode, col. 2, lines 5-30 and col. 4, lines 65-67 
and col. 5, line 1+) . 

With regard to a frame number information superimposed on 
the image signal displayed on the external monitor, Tanaka in 
view of Toyoda et al further in view of Matoba et al does not 
discloses the frame number is superimposed on an image display. 
Official Notice is taken that an image is reproduced and 
displayed on monitor including a frame number. 

Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to 
incorporate a frame number on the displayed image in order to 
easily recognize the order of the image and thereby more 
convenience to archive the image . 

With regard to claim 5, Tanaka discloses in Fig. 1, the 
external monitor (monitor 7 is connected to the camera body via 
adapter 6) . 

Claims 6-9 recite what was previously discussed with 
respect to claims 1-4. 
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7. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to TUAN HO 
whose telephone number is (571) 272-7365. The examiner can 
normally be reached on Mon-Fri from 7AM to 4PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner ! s acting supervisor, David Ometz can 
be reached on (571) 272-7593. The fax phone number for the 
organization where this application or proceeding is assigned is 
(572) 273-8300. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
Customer Service whose telephone number is (571) 272-2600. 




TUAN HO 



Primary Examiner 



Art Unit 2622 



